
Atty. Dkt. No. 071419/0272813 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

e PATENT APPLICATION of 

UBER, III et al. Group Art Unit: 3737 

ppln. No. 09/545,582 Examiner: B. Casler ^ 

Filed: April 7, 2000 

Title: PATIENT INFUSION SYSTEM FOR USE WITH MRI 

November 2, 2001 

PETITION FOR REVIVAL OF AN APPLICATION 
FOR PATENT ABANDONED UNINTENTIONALLY 
UNDER 37 C.F.R. S 1.137flri 

„ „ . . , RECEIVED 

Hon. Commissioner of Patents 

and Trademarks NOV 0 5 Z001 

Washington, D.C. 20231 

OFFICE OF PETITIONS 

Sir: 

The above-identified patent application became abandoned for failure to fail a timely 
reply to the Office Action dated March 21, 2001, according to the Notice of Abandonment 
dated September 20, 2001. The date of abandonment is the day after the expiration date of 
the one month period set for reply in the Office Action, for which extensions of time were not 
available under 37 C.F.R. § 1.136(a). A complete response was filed on May 21, 2001. 

The Applicant hereby petitions for revival of the above-captioned patent application 
under 37 C.F.R. § 1.137(b). The Applicant respectfully submits that the entire delay in failing 
to respond to the Office Action of March 21, 2001 was unintentional. The fee of $1,280.00 
for this Petition under 37 C.F.R. § 1.1 7(m) is attached hereto. The Applicant respectfully 
submits that a Terminal Disclaimer is not required in this instance because a Terminal 
Disclaimer was submitted together with the response filed on May 21, 2001. However, 

should the Office determine that a further Terminal Disclaimer is required, the Applicant 

11/05/2001 YP0LITE1 00000007 09545582 

01 FC:141 1280.00 OP 



UBER, III et aL » Serial No. 09/545,582 Atty. Dkt. No, 071419/0272813 

respectfully requests to be so notified. In addition, the Applicant respectfully points out that 
a reply to the Office Action is not now required because a response was filed on May 21, 
2001. 

The Applicant sets forth the relevant facts as follows: 

1. On October 2, 2001, Applicant's attorney received a Notice of Abandonment (dated 
September 20, 2001) for the above-identified patent application. (Exhibit 1.) The 
Notice of Abandonment indicates that the above-captioned patent application became 
abandoned for failure to respond to the Office Action dated March 21, 2001, the 
unextendable date for response to which was April 21, 2001. 

2. The Office Action was received on March 28, 2001 by the Applicant's attorney's law 
firm but was not docketed by the firm's docketing department, which is the usual 
practice. 

3. The undersigned docketed the response date in a personal docket book. However, it 
was not until the eve of filing a response to the Office Action that the Applicant's 
attorney appreciated the unextendable due date. 

4. Nevertheless, the Applicant's attorney believed that the response was timely filed 

because the litigation, which caused the Examiner to set the unextendable due date, 

had been terminated. The Applicant explained this in the response filed on May 21, 

2001, the relevant portion of which is reproduced below: 

The Applicant respectfully notifies the Examiner that 
the related litigations referred to in the Notice or Related 
Litigation filed on September 7, 2000 have concluded. On 
September 26, 2000, the International Trade Commission 
CTTC") determined that U.S. Patent No. Re. 36,648 was invalid 
under 37 C.F.R. § 1.175(b)(1) for lack of a supplemental 
reissue declaration directed to overclaiming and inventorship. 
As a result of the determination of invalidity of the '648 patent 
by Administrative Law judge Luckem at the ITC, the two 
litigations were terminated. A reissue application was filed for 
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the c 648 patent on November 16, 2000. That reissue 
application bears Serial No. 09/027,852. 

In view of the termination of the litigations, the 
Applicant respectfully requests that this application be treated 
as a reissue application not involving litigation and that the file 
be marked to that effect. 

This amendment is being filed in response to the Office 
Action mailed on March 21, 2001. That Office Action set a 
shortened response date that was not extendable under 37 
C.F.R. § 1.136(a) due to the related litigations identified by the 
Applicant. In view of the fact that the litigations have been 
terminated and that this application is no longer eligible for 
special, accelerated status, it is respectfully requested either that 
a one month extension of time be accepted under 37 C.F.R. § 
1.136(a) or that the normal three-month response period 
afforded reissue applications not involving litigation be applied 
to this application. 

It is believed that this response is being timely filed. 
However, should the Examiner hold the Applicant to the 
original time period, the Applicant respectfully requests a one 
month extension of time under the provisions of 37 C.F.R. § 
1.136(b). 

5. A copy of the docket for the Applicant's law firm (from April 14 th to April 30 th , 2001) 
is appended hereto as Exhibit 2. The undersigned has reviewed the docket and found 
no reference to any response being docketed for the Office Action dated March 21, 
2001. 

For these reasons, the Applicant's attorney believes that the Office should not have 
held that this application is abandoned. However, as the Examiner has already reviewed the 
response filed on May 21, 2001, and has determined that the Applicant's response was not 
timely filed, to expedite prosecution of this application, the Applicant respectfully requests 
that this application be revived. 

Finally, since the Applicant believes that the response filed on May 21, 2001 was 
timely as explained above (and in the response filed on May 21, 2001, the Applicant reserves 
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the right to petition for review of the Office's decision to issue a Notice of Abandonment for 
this application, should this petition be denied. 

If there are any fees required for the submission of this Petition that are not otherwise 
accounted for, please charge our Deposit Account No. 03-3975 and refer to Invoice No. 
071419/0272813. 



Respectfully submitted, 
PILLSBURY WfNTHROP LLP 




Fax No.: (703)905-2500 

JDK:jck 

1600 Tysons Boulevard 
McLean, Virginia 22102 
(703) 905-2000 



RECEIVED 

NOV 0 5 2001 
OFFICE OF PETfTIONS 
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Notice of Abandonment 


Application No. 
09/545,582 


Applicants) 
UBER, IIIETAL. 


Examiner 
Brian L Casler 


Art Unit 
3737 





— The MAILING DATE of this communication appears on the cover sheet with the correspondence address— 



This application is abandoned in view of, 

1. [3 Applicant's failure to timely file a proper reply to the Office letter mailed on 21 March 2001 . 

(a) S A reply was received on 21 May 2001 (with a Certificate of Mailing or Transmission dated ), which is after the expiration 

□f the period for reply (including a total extension of time of month(s)) which expired on 21 April 2001. 

(b) □ A proposed reply was received on . but it does not constitute a proper reply under 37 CRF 1.113 (a) to the final rejection. 

(A proper reply under 37 CRF 1.113 to a final rejection consists only of (1) a timely filed amendment which places the 
application in condition for allowance; (2) n timely filed Notice of Appeal (with appeal fee); or (3) a timely filed Request, fut 
Continued Examination (RCE) in compliance with 37 CFR 1.114). 

(c) □ No reply has been received. 

2. □ Applicant's failure to timely pay the required issue fee and publication fee, If applicable, within the statutory period of three months 

from the mailing date of the Notice of Allowance (PTOL-85). 

(a) □ The issue fee and publication fee, if applicable, was received on (with a Certificate of Mailing or Transmission dated 

), which is after the expiration of the statutory period for payment of the issue fee (and publication fee) set in the Notice of 

Allowance. 

(b) □ The submitted fee of $ . . __ is insufficient. A balance of $ is due. 

The issue fee required by 37 CFR 1.18 is $ . The publication fee, if required by 37 CFR 1.18(d), is $ 

(c) □ The issue fee and publication fee, if applicable, has not been received. 

30 Applicant's failure to timely file new formal drawings as required by, and within the three-month period set in, the Notice of 
Allowability (PTO-37), 

(a) □ Proposed new formal drawings were received on m (with a Certificate of Mailing or Transmission dated ), which is 

after the expiration of the period for reply. 

(b) □ The proposed new formal drawings filed on are not acceptable and the period for reply has expired. 

(c) □ No proposed new formal drawings have been received. 

4. □ The letter of express abandonment which is signed by the attorney or agent of record, the assignee of the entire interest, or all of 

the applicants. 

5. □ The letter of express abandonment which is signed by an attorney or agent (acting in a representative capacity under 37 CPR 

1.34(a)) upon the filing of a continuing application. 

6. □ The decision by the Board of Patent Appeals and Interference rendered on and because the period for seeking court review 

of the decision has expired and there are no allowed claims. 

7. □ The reason(s) below: 



Brian L Casler 
Primary Examiner 
Art Unit 3737 
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Attachment for PTO-948 (Rev. 03/01, or earlier) 

6/18/01 

The below text replaces the pre-printed text under the heading, 
"Information on How to Effect Drawing Changes, 1 ' on the back 
of the PTO-948 (Rev. 03/01, or earlier) form. 

INFORMATION ON HOW TO EFFECT DRAW INC CHANGES 

1. Correction of Informalities 37 CFR 1.85 

* * New corrected drawings must be Hied with the changes Incorporated therein " 
Identifying indicia, if provided, should include the title of the invention, 
inventor's name, and application number, or docket number (if any) if an 
application number has not been assigned to the application If this information is 
provided, it must be placed on the from of each sheet and centered within the top 
margin. If corrected drawings are required in a Notice of Allowability (PTOL- 
37), the new drawings MUST be filed within the THREE MONTH shortened 
statutory period set for reply in the Notice of Allowability Extensions of time 
may NOT be obtained under the provisions of 37 CFR I 1 30(a) or (b) for tiling 
the corrected drawings after the mailing of a Notice of Allowability The 
drawings should be filed as a separate paper with a transmittal letter addressed to 
the Official Draftsperson 

2. Corrections other than Informalities Noted bv Draftsperson on form PTO- 
948. 

All changes to the drawings, other than informalities noted b\ the Draftsperson. 
Ml'ST be made in the same manner as above except that, normally, a highlighted 
(preferablv red ink) sketch of the changes to be incorporated into ihe now 
drawings Ml'ST be approved by the examiner before the application will be 
allowed No changes will be permitted to be made, other than correction of 
informalities, unless the examiner has approxed the proposed changes 

Timing of Corrections 

Applicant is required to submit the drawing corrections w nhin the 
l ime period sot in the attached Office com munication Sec ^ CTR 
I 85(a) 

Failure to take corrects e action within the set period will result in 
ABANDONMENT of the application 
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